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request to reopen a disciplinary pro-
ceeding on the basis of newly discov-
ered evidence must demonstrate that
the newly discovered evidence could
not have been discovered by due dili-
gence.

(i) In the absence of an appeal by the
OED Director, failure by the respond-
ent to appeal under the provisions of
this section shall result in the initial
decision being final and effective thirty
days from the date of the initial deci-
sion of the hearing officer.

§11.56 Decision of the USPTO Direc-
tor.

(a) The USPTO Director shall decide
an appeal from an initial decision of
the hearing officer. On appeal from the
initial decision, the USPTO Director
has authority to conduct a de novo re-
view of the factual record. The USPTO
Director may affirm, reverse, or mod-
ify the initial decision or remand the
matter to the hearing officer for such
further proceedings as the USPTO Di-
rector may deem appropriate. In mak-
ing a final decision, the USPTO Direc-
tor shall review the record or the por-
tions of the record designated by the
parties. The USPTO Director shall
transmit a copy of the final decision to
the OED Director and to the respond-
ent.

(b) A final decision of the USPTO Di-
rector may dismiss a disciplinary pro-
ceeding, reverse or modify the initial
decision, reprimand a practitioner, or
may suspend or exclude the practi-
tioner from practice before the Office.
A final decision suspending or exclud-
ing a practitioner shall require compli-
ance with the provisions of §11.568. The
final decision may also condition the
reinstatement of the practitioner upon
a showing that the practitioner has
taken steps to correct or mitigate the
matter forming the basis of the action,
or to prevent recurrence of the same or
similar conduct.

(c) The respondent or the OED Direc-
tor may make a single request for re-
consideration or modification of the
decision by the USPTO Director if filed
within twenty days from the date of
entry of the decision. No request for re-
consideration or modification shall be
granted unless the request is based on
newly discovered evidence or error of
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law or fact, and the requestor must
demonstrate that any newly discovered
evidence could not have been discov-
ered any earlier by due diligence. Such
a request shall have the effect of stay-
ing the effective date of the order of
discipline in the final decision. The de-
cision by the USPTO Director is effec-
tive on its date of entry.

§11.57 Review of final decision of the
USPTO Director.

(a) Review of the final decision by
the USPTO Director in a disciplinary
case may be had, subject to §11.55(d),
by a petition filed in accordance with
35 U.S.C. 32. The Respondent must
serve the USPTO Director with the pe-
tition. Respondent must serve the peti-
tion in accordance with Rule 4 of the
Federal Rules of Civil Procedure and
§104.2 of this Title.

(b) Except as provided for in §11.56(c),
an order for discipline in a final deci-
sion will not be stayed except on proof
of exceptional circumstances.

§11.58 Duties of disciplined or re-
signed practitioner, or practitioner
on disability inactive status.

(a) An excluded, suspended or re-
signed practitioner, or practitioner
transferred to disability inactive sta-
tus shall not engage in any practice of
patent, trademark and other non-pat-
ent law before the Office. An excluded,
suspended or resigned practitioner will
not be automatically reinstated at the
end of his or her period of exclusion or
suspension. An excluded, suspended or
resigned practitioner, or practitioner
transferred to disability inactive sta-
tus must comply with the provisions of
this section and §11.60 to be reinstated.
Failure to comply with the provisions
of this section may constitute both
grounds for denying reinstatement or
readmission; and cause for further ac-
tion, including seeking further exclu-
sion, suspension, and for revocation of
any pending probation.

(b) Unless otherwise ordered by the
USPTO Director, any excluded, sus-
pended or resigned practitioner, or
practitioner transferred to disability
inactive status shall:
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(1) Within thirty days after the date
of entry of the order of exclusion, sus-
pension, acceptance of resignation, or
transfer to disability inactive status:

(i) File a notice of withdrawal as of
the effective date of the exclusion, sus-
pension, acceptance of resignation, or
transfer to disability inactive status in
each pending patent and trademark ap-
plication, each pending reexamination
and interference proceeding, and every
other matter pending in the Office, to-
gether with a copy of the notices sent
pursuant to paragraphs (b) and (c) of
this section;

(ii) Provide notice to all State and
Federal jurisdictions and administra-
tive agencies to which the practitioner
is admitted to practice and all clients
the practitioner represents having im-
mediate or prospective business before
the Office in patent, trademark and
other non-patent matters of the order
of exclusion, suspension, acceptance of
resignation, or transferred to disability
inactive status and of the practi-
tioner’s consequent inability to act as
a practitioner after the effective date
of the order; and that, if not rep-
resented by another practitioner, the
client should act promptly to sub-
stitute another practitioner, or to seek
legal advice elsewhere, calling atten-
tion to any urgency arising from the
circumstances of the case;

(iii) Provide notice to the practi-
tioner(s) for all opposing parties (or, to
the parties in the absence of a practi-
tioner representing the parties) in mat-
ters pending before the Office of the
practitioner’s exclusion, suspension,
resignation, or transfer to disability
inactive status and, that as a con-
sequence, the practitioner is disquali-
fied from acting as a practitioner re-
garding matters before the Office after
the effective date of the suspension, ex-
clusion, resignation or transfer to dis-
ability inactive status, and state in the
notice the mailing address of each cli-
ent of the excluded, suspended or re-
signed practitioner, or practitioner
transferred to disability inactive sta-
tus who is a party in the pending mat-
ter;

(iv) Deliver to all clients having im-
mediate or prospective business before
the Office in patent, trademark or
other non-patent matters any papers or
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other property to which the clients are
entitled, or shall notify the clients and
any co-practitioner of a suitable time
and place where the papers and other
property may be obtained, calling at-
tention to any urgency for obtaining
the papers or other property;

(v) Relinquish to the client, or other
practitioner designated by the client,
all funds for practice before the Office,
including any legal fees paid in ad-
vance that have not been earned and
any advanced costs not expended;

(vi) Take any necessary and appro-
priate steps to remove from any tele-
phone, legal, or other directory any ad-
vertisement, statement, or representa-
tion which would reasonably suggest
that the practitioner is authorized to
practice patent, trademark, or other
non-patent law before the Office; and

(vii) Serve all notices required by
paragraphs (b)(1)(ii) and (b)(1)@ii) of
this section by certified mail, return
receipt requested, unless mailed
abroad. If mailed abroad, all notices
shall be served with a receipt to be
signed and returned to the practi-
tioner.

(2) Within forty-five days after entry
of the order of suspension, exclusion, or
of acceptance of resignation, the prac-
titioner shall file with the OED Direc-
tor an affidavit of compliance certi-
fying that the practitioner has fully
complied with the provisions of the
order, this section, and with the Man-
datory Disciplinary Rules identified in
§10.20(b) of this subchapter for with-
drawal from representation. Appended
to the affidavit of compliance shall be:

(i) A copy of each form of notice, the
names and addresses of the clients,
practitioners, courts, and agencies to
which notices were sent, and all return
receipts or returned mail received up
to the date of the affidavit. Supple-
mental affidavits shall be filed cov-
ering subsequent return receipts and
returned mail. Such names and ad-
dresses of clients shall remain con-
fidential unless otherwise ordered by
the USPTO Director;

(ii) A schedule showing the location,
title and account number of every bank
account designated as a client or trust
account, deposit account in the Office,
or other fiduciary account, and of
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every account in which the practi-
tioner holds or held as of the entry
date of the order any client, trust, or
fiduciary funds for practice before the
Office;

(iii) A schedule describing the practi-
tioner’s disposition of all client and fi-
duciary funds for practice before the
Office in the practitioner’s possession,
custody or control as of the date of the
order or thereafter;

(iv) Such proof of the proper distribu-
tion of said funds and the closing of
such accounts as has been requested by
the OED Director, including copies of
checks and other instruments;

(v) A list of all other State, Federal,
and administrative jurisdictions to
which the practitioner is admitted to
practice; and

(vi) An affidavit describing the pre-
cise nature of the steps taken to re-
move from any telephone, legal, or
other directory any advertisement,
statement, or representation which
would reasonably suggest that the
practitioner is authorized to practice
patent, trademark, or other non-patent
law before the Office. The affidavit
shall also state the residence or other
address of the practitioner to which
communications may thereafter be di-
rected, and list all State and Federal
jurisdictions, and administrative agen-
cies to which the practitioner is admit-
ted to practice. The OED Director may
require such additional proof as is
deemed necessary. In addition, for the
period of discipline, an excluded or sus-
pended practitioner, or a practitioner
transferred to disability inactive sta-
tus shall continue to file a statement
in accordance with §11.11, regarding
any change of residence or other ad-
dress to which communications may
thereafter be directed, so that the ex-
cluded or suspended practitioner, or
practitioner transferred to disability
inactive status may be located if a
grievance is received regarding any
conduct occurring before or after the
exclusion or suspension. The practi-
tioner shall retain copies of all notices
sent and shall maintain complete
records of the steps taken to comply
with the notice requirements.

(3) Not hold himself or herself out as
authorized to practice law before the
Office.
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(4) Not advertise the practitioner’s
availability or ability to perform or
render legal services for any person
having immediate or prospective busi-
ness before the Office as to that busi-
ness.

(6) Not render legal advice or services
to any person having immediate or pro-
spective business before the Office as
to that business.

(6) Promptly take steps to change
any sign identifying the practitioner’s
or the practitioner’s firm’s office and
the practitioner’s or the practitioner’s
firm’s stationery to delete therefrom
any advertisement, statement, or rep-
resentation which would reasonably
suggest that the practitioner is author-
ized to practice law before the Office.

(c) An excluded, suspended or re-
signed practitioner, or practitioner
transferred to disability inactive sta-
tus after entry of the order of exclusion
or suspension, acceptance of resigna-
tion, or transfer to disability inactive
status shall not accept any new re-
tainer regarding immediate or prospec-
tive business before the Office, or en-
gage as a practitioner for another in
any new case or legal matter regarding
practice before the Office. The ex-
cluded, suspended or resigned practi-
tioner, or practitioner transferred to
disability inactive status shall be
granted limited recognition for a pe-
riod of thirty days. During the thirty-
day period of limited recognition, the
excluded, suspended or resigned practi-
tioner, or practitioner transferred to
disability inactive status shall con-
clude work on behalf of a client on any
matters that were pending before the
Office on the date of entry of the order
of exclusion or suspension, or accept-
ance of resignation. If such work can-
not be concluded, the excluded, sus-
pended or resigned practitioner, or
practitioner transferred to disability
inactive status shall so advise the cli-
ent so that the client may make other
arrangements.

(d) Required records. An excluded, sus-
pended or resigned practitioner, or
practitioner transferred to disability
inactive status shall keep and main-
tain records of the various steps taken
under this section, so that in any sub-
sequent proceeding proof of compliance
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with this section and with the exclu-
sion or suspension order will be avail-
able. The OED Director will require the
practitioner to submit such proof as a
condition precedent to the granting of
any petition for reinstatement.

(e) An excluded, suspended or re-
signed practitioner, or practitioner on
disability inactive status who aids an-
other practitioner in any way in the
other practitioner’s practice of law be-
fore the Office, may, under the direct
supervision of the other practitioner,
act as a paralegal for the other practi-
tioner or perform other services for the
other practitioner which are normally
performed by laypersons, provided:

(1) The excluded, suspended or re-
signed practitioner, or practitioner
transferred to disability inactive sta-
tus is a salaried employee of:

(i) The other practitioner;

(ii) The other practitioner’s law firm;
or

(iii) A client-employer who employs
the other practitioner as a salaried em-
ployee;

(2) The other practitioner assumes
full professional responsibility to any
client and the Office for any work per-
formed by the excluded, suspended or
resigned practitioner for the other
practitioner;

(3) The excluded, suspended or re-
signed practitioner, or practitioner
transferred to disability inactive sta-
tus does not:

(i) Communicate directly in writing,
orally, or otherwise with a client of the
other practitioner in regard to any im-
mediate or prospective business before
the Office;

(ii) Render any legal advice or any
legal services to a client of the other
practitioner in regard to any imme-
diate or prospective business before the
Office; or

(iii) Meet in person or in the presence
of the other practitioner in regard to
any immediate or prospective business
before the Office, with:

(A) Any Office employee in connec-
tion with the prosecution of any pat-
ent, trademark, or other case;

(B) Any client of the other practi-
tioner, the other practitioner’s law
firm, or the client-employer of the
other practitioner; or
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(C) Any witness or potential witness
whom the other practitioner, the other
practitioner’s law firm, or the other
practitioner’s client-employer may or
intends to call as a witness in any pro-
ceeding before the Office. The term
“witness’ includes individuals who will
testify orally in a proceeding before, or
sign an affidavit or any other docu-
ment to be filed in, the Office.

(f) When an excluded, suspended or
resigned practitioner, or practitioner
transferred to disability inactive sta-
tus acts as a paralegal or performs
services under paragraph (e) of this sec-
tion, the practitioner shall not there-
after be reinstated to practice before
the Office unless:

(1) The practitioner shall have filed
with the OED Director an affidavit
which:

(i) Explains in detail the precise na-
ture of all paralegal or other services
performed by the excluded, suspended
or resigned practitioner, or practi-
tioner transferred to disability inac-
tive status, and

(ii) Shows by clear and convincing
evidence that the excluded, suspended
or resigned practitioner, or practi-
tioner transferred to disability inac-
tive status has complied with the pro-
visions of this section and all Manda-
tory Disciplinary Rules identified in
§10.20(b) of this subchapter; and

(2) The other practitioner shall have
filed with the OED Director a written
statement which:

(i) Shows that the other practitioner
has read the affidavit required by para-
graph (d)(1) of this section and that the
other practitioner believes every state-
ment in the affidavit to be true, and

(ii) States why the other practitioner
believes that the excluded, suspended
or resigned practitioner, or practi-
tioner transferred to disability inac-
tive status has complied with para-
graph (c) of this section.

§11.59 Dissemination of disciplinary
and other information.

(a) The OED Director shall inform
the public of the disposition of each
matter in which public discipline has
been imposed, and of any other changes
in a practitioner’s registration status.
Public discipline includes exclusion, as
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